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Board of Patent Appeals and Interferences 
United States Patent and Trademark Office 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
Dear Sir: 

In connection with the Decision on Appeal mailed September 23, 2005, Appellant 
respectfully requests a rehearing. 

In the Decision on Appeal, the Patent Office found claims of Group I (claims 1-11, 13-21 
and 23-27) obvious under 35 U.S.C. § 103(a) over Greinke et al. (Greinke). According to the 
Patent Office, Greinke disclosed a process that is the same as the claimed invention except for 
the purification of the expanded graphite at a temperature of 1750°C. The Patent Office also 
noted that Greinke disclosed a purification of expanded graphite occurs at a temperature above 
600°C and exemplifies the temperature of 1700°C. According to the Patent Office, a prima facie 
case of obviousness exists when the claimed range and the prior range do not overlap but are 
close enough that one skilled in the art would have expected them to have the same properties. 
The Patent Office found the claims obvious and noted that Appellant had not argued that the 
claim temperature provides unexpected results. 



As the Patent Office realizes, unexpected results is not the only basis for rendering claims 
not obvious over the cited references. In the particular case, Appellant argued that Greinke did 
not teach a temperature of at least 1750°C for the heat treatment and further there was no 
motivation for a person of skill in the art, based on the teachings of Greinke or the prior art of 
record to use a temperature of at least 1750°C for the heat treatment because Greinke , in essence, 
taught away from that temperature. It appears that the Patent Office overlooked or 
misapprehended this analysis as it was not addressed in the Decision on Appeal. Accordingly, 
Appellant requests that the Patent Office re-hear the pending appeal on that basis. 

The argument that Appellant believes was misapprehended or overlooked is set forth in 
the Appeal Brief (see, pages 7-8) and is summarized below. 

Greinke teaches that: 

The purpose of the second heat treatment is to remove from the 
graphite surface, hydrophilic acid groups introduced either by the 
intercalant or by the acidic stabilization reagent, without removal 
of the desired hydrophobic stabilization functional groups, such as 
those which contain phosphorous or chlorine. Therefore, the 
second heat treatment should have a temperature limitation which 
is below the fracturing temperature of the stabilizing functional 
group but above the temperature required to remove the acid 
functional groups of above about 600°C. Greinke Col. 5, lines 38- 
47 (emphasis added). 

The quoted passage suggests that there is an upper limit to the heat treatment of Greinke 
since there is an undesirable fracturing temperature. This upper limit must be about 1000°C 
since Greinke states, "the second heat treatment should go between 600° and about 1000°C for a 
controlled time period with a longer hold time required for the 600°C. temperature and a shorter 
hold time required for the higher 1000°C. temperature." Greinke , Col. 5, lines 50-54. This 
suggests there is an upper limit and that upper limit is 1000°C since Greinke refers to "the higher 
1000°C temperature," the highest temperature in the range, in the singular. This also suggests 
that the fracturing temperature is 1000°C and any temperature above 1000°C would be 
unacceptable since it will cause the stabilizing functional group to fracture. Thus, one skilled in 
the art reading Greinke would not have had the proper motivation to use temperatures of at least 
1750°C for fear of causing the stabilizing functional group to fracture. 
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Greinke shows examples that have a maximum temperature of 1 700°C but does not 
suggest these examples are useful especially in light of the above argument that 1000°C is the 
highest allowable temperature, the fracture temperature, taught by Greinke . In addition, 
Example 10 of Greinke , which uses 1200°C, is equally non-suggestive since Greinke teaches that 
the product, which was supposed to be blister-free, blistered after only 90 days. See Greinke , 
Col. 7, lines 33-36. Therefore, there would be no motivation for one skilled in the art to look at 
temperatures above 1000°C when reading Greinke since each example resulted in an 
unacceptable product. Therefore, there is no teaching or suggestion in Greinke of a temperature 
of at 1750°C as recited in the claims of Group L In fact, Greinke teaches away from extending a 
temperature from 1700°C to 1750°C. If anything, Greinke teaches using temperatures below 
1000°C. 

Additionally, to raise the temperature from the 600°C to 1000°C range to at least 1750°C 
requires greater power and thus, is more expensive to attain. Therefore, one skilled in the art 
would not be inclined to use a more costly, more difficult approach to accomplish the same task, 
especially in light of the fact that each of the examples at higher temperatures gave unacceptable 
results. Again, there is no suggestion or motivation in Greinke to use temperatures of at least 
1750°C. Accordingly, it is requested that the anticipation/obviousness rejection of the 
independent claims of Group I be overturned. 

As noted in its Appeal Brief and the Decision on Appeal, Greinke forms the basis for the 
rejection of the claims in each of Groups I-III. In view of the above arguments, Applicant 
requests rehearing of each of claims 1-27 and Groups 1-1 1 1 as the arguments presented above 
with Greinke apply equally well to those claims and groups. 
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CONCLUSION 



Accordingly, it is submitted that the rejections of elements 1-27 based on 35 U.S.C. 
§ 103(a) be overturned. 

In view of the foregoing, it is believed that all claims now pending patentably define the 
subject invention over the prior art of record and are in condition for allowance and such action 
is earnestly solicited at the earliest possible date. 

Respectfully submitted, 



Date: November 22, 2005 



BLAKELY, SOKOLOFF, TAYLOR & ZAFMAN LLP 
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